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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name DocuSign, Inc.

Granted to Date
of previous ex-
tension

12/24/2014

Address 1301 Second Avenue, Suite 2000
Seattle, WA 98101
UNITED STATES

Attorney informa-
tion

JENNIFER D. ARKOWITZ
KILPATRICK TOWNSEND & STOCKTON LLP
TWO EMBARCADERO CENTER, 8TH FL
SAN FRANCISCO, CA 94111
UNITED STATES
tmadmin@kilpatricktownsend.com, jarkowitz@kilpatricktownsend.com,
nquang@kilpatricktownsend.com, awells@kilpatricktownsend.com
Phone:415-576-0200

Applicant Information

Application No 79137658 Publication date 08/26/2014

Opposition Filing
Date

12/23/2014 Opposition Peri-
od Ends

12/24/2014

International Re-
gistration No.

1179647 International Re-
gistration Date

08/20/2013

Applicant SECUFN, Inc
(Samjin Bldg., Seongsu-dong 2-ga)
Seongdong-gu Seoul,
KOREA, REPUBLIC OF

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Operating system programs

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2845169 Application Date 01/10/2000

Registration Date 05/25/2004 Foreign Priority
Date

NONE

http://estta.uspto.gov


Word Mark DOCUSIGN

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2003/04/00 First Use In Commerce: 2003/04/00
Computer software for use with electronic data verification, namely, to facilitate
assignment of a legally binding electronic signature to a document or file for
communication via a global computer network; computer software for use by ap-
plication service providers to facilitateelectronic data verification via a global
computer network

U.S. Registration
No.

2939871 Application Date 12/10/2003

Registration Date 04/12/2005 Foreign Priority
Date

NONE

Word Mark DOCUSIGN

Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 2003/04/00 First Use In Commerce: 2004/03/01
Electronic delivery of documents and files
Class 039. First use: First Use: 2003/04/00 First Use In Commerce: 2004/03/01
Maintenance and storage of electronic data



Class 042. First use: First Use: 2003/04/00 First Use In Commerce: 2004/03/01
Electronic data verification services, namely, providing services for the issuance
of legally binding electronic signatures for documents or files via a globalcom-
puter network; providing electronic notarization services via a global computer
network for others to legally notarize electronic documents or files; providing
transferable record services for identification of the owners of documents or
chattel; providing electronic data management services, namely, verifying docu-
ments and files

U.S. Registration
No.

4200030 Application Date 10/05/2011

Registration Date 08/28/2012 Foreign Priority
Date

NONE

Word Mark DOCUSIGN INK

Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 2011/10/30 First Use In Commerce: 2011/10/30
Delivery of messages by electronic transmission; On-line document delivery via
a global computer network
Class 042. First use: First Use: 2011/10/30 First Use In Commerce: 2011/10/30
Providing a website featuring non-downloadable software for use with electron-
icdata verification and secure digital transactions via global information net-
works; Providing a website featuring technology that enables users to upload,
electronically authenticate, store and securely distribute a document or file via
global information networks
Class 045. First use: First Use: 2011/10/30 First Use In Commerce: 2011/10/30
Providing user authentication services in e-commerce transactions

U.S. Registration
No.

4615182 Application Date 11/18/2013

Registration Date 09/30/2014 Foreign Priority
Date

NONE

Word Mark JUST DOCUSIGN IT



Design Mark

Description of
Mark

NONE

Goods/Services Class 038. First use: First Use: 2014/03/04 First Use In Commerce: 2014/03/04
Delivery of messages by electronic transmission; on-line document delivery via
a global computer network
Class 042. First use: First Use: 2014/03/04 First Use In Commerce: 2014/03/04
Computer services, namely, creating an on-line community for registered users
to participate in discussions, get feedback from their peers, form virtual com-
munities, and engage in social networking services in the field of document
management, user authentication and electronic signature services; computer
services, namely, hosting and maintaining an on-line web site for others for the
compilation, ranking, rating, review, referral, evaluation and recommendation of
business organizations, professionals, consultants, and service providers in the
field ofdocument management, user authentication and electronic signature ser-
vices; providing a website featuring non-downloadable software for use with
electronic data verification and secure digital transactions via global information
networks; providing a website featuring technologythat enables users to upload,
electronically authenticate, store and securely distribute a document or file via
global information networks
Class 045. First use: First Use: 2014/03/04 First Use In Commerce: 2014/03/04
Providing user authentication services in e-commerce transactions

U.S. Registration
No.

4049334 Application Date 04/21/2011

Registration Date 11/01/2011 Foreign Priority
Date

NONE

Word Mark DOCUSIGN

Design Mark

Description of
Mark

The mark consists of "DOCUSIGN" with the letters "SIGN" stylized and above
dashed underscore.

Goods/Services Class 038. First use: First Use: 2004/11/00 First Use In Commerce: 2004/11/00
Delivery of messages by electronic transmission; On-line document delivery via
a global computer network
Class 042. First use: First Use: 2004/11/00 First Use In Commerce: 2004/11/00
Providing a website featuring non-downloadable software for use with electron-



icdata verification and secure digital transactions via global information net-
works; Providing a website featuring technology that enables users to upload,
electronically authenticate, store and securely distribute a document or file via
global information networks
Class 045. First use: First Use: 2004/11/00 First Use In Commerce: 2004/11/00
Providing user authentication services in e-commerce transactions

U.S. Registration
No.

4142805 Application Date 11/14/2011

Registration Date 05/15/2012 Foreign Priority
Date

NONE

Word Mark DOCUSIGN INK

Design Mark

Description of
Mark

The mark consists of the mark "DOCUSIGN" above the term "INK" within a
splotch design.

Goods/Services Class 009. First use: First Use: 2011/10/30 First Use In Commerce: 2011/10/30
Computer application software for mobile devices, namely, software for use in
electronic document and message transmission and user authentication; Com-
puter e-commerce software to allow users to perform electronic business trans-
actions viaa global computer network
Class 038. First use: First Use: 2011/10/30 First Use In Commerce: 2011/10/30
Delivery of messages by electronic transmission; On-line document delivery via
a global computer network
Class 045. First use: First Use: 2011/10/30 First Use In Commerce: 2011/10/30
Providing user authentication services in e-commerce transactions

U.S. Registration
No.

4615319 Application Date 02/13/2014

Registration Date 09/30/2014 Foreign Priority
Date

NONE

Word Mark DOCUSIGN



Design Mark

Description of
Mark

The mark consists of the stylized term "DOCUSIGN" above a downward pointing
arrow above a horizontal line, all within ablock.

Goods/Services Class 038. First use: First Use: 2014/03/04 First Use In Commerce: 2014/03/04
Delivery of messages by electronic transmission; on-line document delivery via
a global computer network
Class 042. First use: First Use: 2014/03/04 First Use In Commerce: 2014/03/04
Providing a website featuring non-downloadable software for use with electron-
icdata verification and secure digital transactions via global information net-
works; providing a website featuring technology that enables users to upload,
electronically authenticate, store and securely distribute a document or file via
global information networks
Class 045. First use: First Use: 2014/03/04 First Use In Commerce: 2014/03/04
Providing user authentication services in e-commerce transactions
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jennifer D. Arkowitz/

Name JENNIFER D. ARKOWITZ



Date 12/23/2014



 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Application Serial No. 79/137,658 

For the mark: DOCUTRUST 

Filed: August 20, 2013 
Published: August 26, 2014 
 
---------------------------------------------------------X  

DOCUSIGN, INC.,  :  
  : Opposition No.  

Opposer,  :  
 :  

                   v. : NOTICE OF OPPOSITION 
  :  
SECUFN, INC.  :

:
:

 

Applicant.  :  
-----------------------------------------------------------X  

 
 DOCUSIGN, INC. (“Opposer” or “DocuSign”), a corporation organized and existing 

under the laws of Washington with a principal place of business at 1301 Second Avenue, Suite 

2000, Seattle, Washington 98101, believes that it will be damaged by the issuance of a 

registration for the DOCUTRUST mark shown in Application Serial No. 79/137,658 for goods 

in Class 09, and hereby opposes the same. 

 As grounds for its opposition, Opposer alleges as follows, with knowledge concerning its 

own acts, and on information and belief as to all other matters: 

1. Opposer is the global leader in the field of electronic signature and other 

transaction management solutions.  Among other things, Opposer offers software and services 

allowing for the electronic signature of documents at any time and most anywhere in the world in 

a format that is completely secure, confidential and legally binding. 

2. Since its founding in 2003, Opposer has extensively promoted, marketed, 

advertised, distributed, and sold its goods and services in connection with its distinctive 
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DOCUSIGN trademark and related DOCU-formative marks (collectively, the “DocuSign 

Marks”).  These efforts have been extraordinarily successful.  More than 48 million users have 

used Opposer’s goods and services to electronically sign hundreds of millions of documents in 

188 countries, and each day more than 775,000 documents are signed through Opposer’s goods 

and services.  Opposer’s customers include more than 120,000 companies, and more than 40,000 

new unique users join Opposer’s global network every day. 

3. As a testament to Opposer’s success, the Wall Street Journal in 2012 ranked 

Opposer sixth on its list of “New Big Things” (out of 5,900 companies considered), and  

consumers have enthusiastically embraced Opposer’s goods and services.  Employees at 90% of 

Fortune 500 companies have used Opposer’s DOCUSIGN offerings, and Opposer’s goods and 

services are utilized by more than 600 insurance agencies, more than 700 credit unions, and by 

most of the top wealth management companies and insurance carriers in the United States. 

Opposer is the official digital signature provider to the one million members of the National 

Association of REALTORS, as well as to the 250,000 members of the Independent Insurance 

Agents and Brokers of America, Inc.   

4. As a result of Opposer’s extensive advertising, promotion, and use of the 

DocuSign Marks in connection with its goods and services, the DocuSign Marks have acquired 

extensive goodwill, have achieved a significant level of fame and consumer recognition, and 

have come to be identified immediately with Opposer as the source of these goods and services.   

5. Opposer is the owner of numerous United States registrations on the Principal 

Register for the DocuSign Marks: 

TRADEMARK 
REG./APP.  

NO. 
APP. DATE/ 

REG. DATE

GOODS/SERVICES  

(FIRST USE/PRIORITY DATE)

DOCUSIGN 2,845,169 
Jan. 10, 2000/ 
May 25, 2004 

Class 9: Computer software for use with electronic 
data verification, namely, to facilitate assignment 
of a legally binding electronic signature to a 
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TRADEMARK 
REG./APP.  

NO. 
APP. DATE/ 

REG. DATE

GOODS/SERVICES  

(FIRST USE/PRIORITY DATE)

document or file for communication via a global 
computer network; computer software for use by 
application service providers to facilitate electronic 
data verification via a global computer network. 
(first used in commerce April 2003)  

DOCUSIGN 2,939,871 

Dec. 10, 2003/ 
April 12, 2005 

Class 38: Electronic delivery of documents and 
files. (first used in commerce March 1, 2004) 

Class 39: Maintenance and storage of electronic 
data. (first used in commerce March 1, 2004) 

Class 42: Electronic data verification services, 
namely, providing services for the issuance of 
legally binding electronic signatures for documents 
or files via a global computer network; providing 
electronic notarization services via a global 
computer network for others to legally notarize 
electronic documents or files; providing 
transferable record services for identification of the 
owners of documents or chattel; providing 
electronic data management services, namely, 
verifying documents and files. (first used in 
commerce March 1, 2004) 

DOCUSIGN INK 4,200,030 

Oct. 5, 2011/ 
Aug. 28, 2012 

Class 38: Delivery of messages by electronic 
transmission; On-line document delivery via a 
global computer network. (first used in commerce 
Oct. 30, 2011)  

Class 42: Providing a website featuring non-
downloadable software for use with electronic data 
verification and secure digital transactions via 
global information networks; Providing a website 
featuring technology that enables users to upload, 
electronically authenticate, store and securely 
distribute a document or file via global information 
networks. (first used in commerce Oct. 30, 2011) 

Class 45: Providing user authentication services in 
e-commerce transactions. (first used in commerce 
Oct. 30, 2011) 

JUST DOCUSIGN IT 4,615,182 

Nov. 18, 2013/ 
Sep. 30, 2014 

Class 38: Delivery of messages by electronic 
transmission; on-line document delivery via a 
global computer network. (first used in commerce 
Mar. 4, 2014) 

Class 42: Computer services, namely, creating an 
on-line community for registered users to 
participate in discussions, get feedback from their 
peers, form virtual communities, and engage in 
social networking services in the field of document 
management, user authentication and electronic 
signature services; computer services, namely, 
hosting and maintaining an on-line web site for 
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TRADEMARK 
REG./APP.  

NO. 
APP. DATE/ 

REG. DATE

GOODS/SERVICES  

(FIRST USE/PRIORITY DATE)

others for the compilation, ranking, rating, review, 
referral, evaluation and recommendation of 
business organizations, professionals, consultants, 
and service providers in the field of document 
management, user authentication and electronic 
signature services; providing a website featuring 
non-downloadable software for use with electronic 
data verification and secure digital transactions via 
global information networks; providing a website 
featuring technology that enables users to upload, 
electronically authenticate, store and securely 
distribute a document or file via global information 
networks. (first used in commerce Mar. 4, 2014) 

Class 45: Providing user authentication services in 
e-commerce transactions. (first used in commerce 
Mar. 4, 2014) 

 
4,049,334 

April 21, 2011/ 
Nov. 1, 2011 

Class 38: Delivery of messages by electronic 
transmission; On-line document delivery via a 
global computer network. (first used in commerce 
November 2004)  

Class 42: Providing a website featuring non-
downloadable software for use with electronic data 
verification and secure digital transactions via 
global information networks; Providing a website 
featuring technology that enables users to upload, 
electronically authenticate, store and securely 
distribute a document or file via global information 
networks. (first used in commerce November 
2004) 

Class 45: Providing user authentication services in 
e-commerce transactions. (first used in commerce 
November 2004) 

 

4,142,805 

Nov. 14, 2011/ 
May 15, 2012 
 

Class 9: Computer application software for mobile 
devices, namely, software for use in electronic 
document and message transmission and user 
authentication; Computer e-commerce software to 
allow users to perform electronic business 
transactions via a global computer network. (first 
used in commerce Oct. 30, 2011) 

Class 38: Delivery of messages by electronic 
transmission; On-line document delivery via a 
global computer network. (first used in commerce 
Oct. 30, 2011) 

Class 45: Providing user authentication services in 
e-commerce transactions. (first used in commerce 
Oct. 30, 2011) 



 
 
 
 

5

TRADEMARK 
REG./APP.  

NO. 
APP. DATE/ 

REG. DATE

GOODS/SERVICES  

(FIRST USE/PRIORITY DATE)

 

4,615,319 

Feb. 13, 2014/ 
Sep. 30, 2014 

Class 38: Delivery of messages by electronic 
transmission; on-line document delivery via a 
global computer network. (first used in commerce 
Mar. 4, 2014) 

Class 42: Providing a website featuring non-
downloadable software for use with electronic data 
verification and secure digital transactions via 
global information networks; providing a website 
featuring technology that enables users to upload, 
electronically authenticate, store and securely 
distribute a document or file via global information 
networks. (first used in commerce Mar. 4, 2014) 

Class 45: Providing user authentication services in 
e-commerce transactions. (first used in commerce 
Mar. 4, 2014) 

Copies of the registration certificates and print-outs from the United States Patent and Trademark 

Office online database for the above-identified registrations are annexed as Exhibit 1. 

6. The above-identified registrations are valid and in full force and effect.  Indeed, 

affidavits have been filed and accepted pursuant to Sections 8 and 15 of the Lanham Act for 

Registration Nos. 2,845,169 and 2,939,871, rendering such registrations incontestable. 

7. Notwithstanding Opposer’s prior rights, and well after Opposer’s DocuSign 

Marks became distinctive and/or famous, SECUFN, Inc. (“Applicant”) filed on August 20, 2013 

its Section 66(a) Application, Serial No. 79/137,658 to register DOCUTRUST (“Applicant’s 

Mark”) for “operating system programs” in International Class 09 (the “Applicant’s Goods”): 

8. Opposer is timely filing this Notice of Opposition. 

9. There is no issue as to priority.  Opposer began using the DocuSign Marks in 

commerce at least as early as 2003, well prior to the June 20, 2013 priority application date 

claimed in Applicant’s application.  

10. Consumers encountering Applicant’s Mark, particularly in connection with 

Applicant’s Goods, are likely to associate the mark with Opposer.  Specifically, the first half and 
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most prominent portion of Applicant’s Mark is identical to the first half of Opposer’s famous 

DocuSign Marks.  The second half of Applicant’s Mark—“TRUST”—only exacerbates the 

likelihood of confusion by connoting the type of safe, secure and legally binding transactions 

offered by Opposer under its DocuSign Marks. 

11. Further, Applicant’s Goods are highly related and/or complementary to the goods 

and services Opposer has long offered and provided in connection with the DocuSign Marks, and 

for which Opposer owns registrations of the DocuSign Marks.  Specifically, Applicant’s Goods 

are “operating system programs.”  As shown above, Opposer owns registrations of the DocuSign 

Marks for computer software for use with electronic data verification; computer application 

software for mobile devices for use in electronic document and message transmission; computer 

e-commerce software for electronic business transactions; and numerous other computer- and 

website-related services involving, among other things, the storage and verification of electronic 

data. 

12. Opposer will be damaged by the registration of Applicant’s Mark because 

Applicant’s Mark so closely resembles the DocuSign Marks as to be likely to cause confusion, 

mistake, or deception in the minds of consumers as to the origin or source of Applicant’s Goods 

or the affiliation between Applicant and Opposer in violation of Section 2(d) of the Lanham Act, 

15 U.S.C. § 1052(d).  Furthermore, any objection complained of in connection with Applicant’s 

Goods marketed under Applicant’s Mark would necessarily reflect upon and seriously injure the 

reputation that Opposer has established for its goods and services. 

13. If Applicant is granted the registration herein opposed, it would thereby obtain a 

prima facie exclusive right to the use of Applicant’s Mark in connection with Applicant’s Goods.  

Such registration would be a source of damage and injury to Opposer. 
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WHEREFORE, Opposer requests that this opposition be sustained and that the 

registration of Application Serial No. 79/137,658 in connection with Applicant’s Goods be 

denied. 

The opposition fee in the amount of $300.00 for an opposition in one class is filed 

herewith.  If for any reason this amount is insufficient, it is requested that Opposer’s attorneys’  

Deposit Account No. 20-1430 be charged with any deficiency.  This paper is filed electronically. 

 
Dated: San Francisco, CA   
 December 23, 2014   Respectfully submitted, 
       

KILPATRICK TOWNSEND &  
      STOCKTON LLP 

 
      By:  /Jennifer D. Arkowitz/  
 

Jennifer D. Arkowitz 
Eighth Floor, Two Embarcadero Center 
San Francisco, California 94111 
Telephone: (415) 576-0200 
Facsimile:  (415) 576-0300     

 
Robert Potter 

      1114 Avenue of the Americas  
      New York, New York 10036 

Telephone:  (212) 775-8700 
Facsimile:  (212) 775-8800 
 
Attorneys for Opposer DocuSign, Inc. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Application Serial No. 79/137,658 

For the mark: DOCUTRUST 

Filed: August 20, 2013 
Published: August 26, 2014 
 
---------------------------------------------------------X  

DOCUSIGN, INC.,  :  
  : Opposition No.  

Opposer,  :  
 :  

                   v. :  
  :  
SECUFN, INC.  :

:
:

 

Applicant.  :  
-----------------------------------------------------------X  

  
CERTIFICATE OF TRANSMITTAL 

 

I hereby certify that a true copy of the foregoing NOTICE OF OPPOSITION is being 

filed electronically with the TTAB via ESTTA on this day, December 23, 2014.   

 

       /Neng V. Quang/    
       Kilpatrick Townsend & Stockton LLP 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Application Serial No. 79/137,658 

For the mark: DOCUTRUST 

Filed: August 20, 2013 
Published: August 26, 2014 
 
---------------------------------------------------------X  

DOCUSIGN, INC.,  :  
  : Opposition No.  

Opposer,  :  
 :  

                   v. :  
  :  
SECUFN, INC.  :

:
:

 

Applicant.  :  
-----------------------------------------------------------X  

 

CERTIFICATE OF SERVICE 

 

 This is to certify that a copy of the foregoing NOTICE OF OPPOSITION has been 

served on Applicant by depositing said copy with the United States Postal Service as First Class 

Mail, postage prepaid, addressed to: 

SECUFN, Inc. 
c/o TW International Patent Law Firm 

13F Hyunjuk Bldg. Suite 234 
832-41 Yeoksam-dong, 

Gangnam-gu 
Seoul 135-936 

Republic of Korea 
 
This the 23rd day of December, 2014 
       /Neng V. Quang/    
       Kilpatrick Townsend & Stockton LLP 
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